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DETAILED ACTION 

Drawings 

1 . The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "magnet [being] 
disposed inside the voice coil" of claims 6 and 1 1 must be shown or the feature(s) 
canceled from the claim(s). Applicant's remarks assert that this feature is not well 
known in the art (pp. 12-13). As such, a detailed illustration is essential for a proper 
understanding of the invention. No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 
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Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1, 3, 5, 7, 8, and 10 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hofer (US Patent 4,843,628 ('628)) (already of record). 

Regarding claim 1, Hofer teaches a bone conduction device (inertial receiver; 
title) comprising: a base yoke (Fig. 2 #36) carrying both a voice coil (Fig. 2 #40) and a 
magnet (Fig. 2 #30); and a front yoke (armature; Fig. 2 #16) disposed on an upper 
surface of a magnetic pole (#32) of the base yoke (Fig. 2 #36), a necessary clearance 
(Fig. 2 between #34 and #18) being provided between, the upper surface (#34) of the 
magnetic pole (#32) of the base yoke (#36) and a surface of the front yoke (#1 6) 
opposite to the upper surface (#34) of the magnetic pole (#32) of the base yoke (#36), 
wherein the bone conduction device (Fig. 1 #10) is characterized in that the clearance is 
produced by a resilient element (diaphragm; Fig. 2 #18), which is disposed in an outer 
peripheral portion of the base yoke (#36 via #22 and #30) to receive the front yoke (#1 6) 
thereon (via #18). 

Regarding claim 3, Hofer remains as applied above. 
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Hofer further teaches the front yoke (armature; #16) being fixedly mounted in an 
inner surface of a casing without using any screw ("bonded by epoxy or the like to the 
interior of the closed end of the inner housing"; col. 2 lines 38-41). 

Regarding claim 5, Hofer remains as applied above. 
Hofer further teaches said magnet (#30) being disposed outside said voice coil 
(Fig. 2). 

Regarding claim 7, Hofer teaches a bone conduction device (inertial receiver; 
title) comprising: a base yoke (Fig. 2 #36) carrying both a voice coil (Fig. 2 #40) and a 
magnet (Fig. 2 #30); a front yoke (armature; Fig. 2 #16) disposed on an upper surface 
(#34) of a magnetic pole (#32) of the base yoke (#36), a necessary clearance (Fig. 2 
between #34 and #16) being provided between the upper surface (#34) of the magnetic 
pole (#32) of the base yoke (#36) and a surface of the front yoke (#16) opposite to the 
upper surface (#34) of the magnetic pole (#32) of the base yoke (#36) wherein the 
device is characterized in that the clearance is produced by a damper (diaphragm; Fig. 
2 #18), which is mounted on the base yoke (at #20 via #22 and #30) to have its 
peripheral edge supported by an inner surface of a casing (Fig. 2 wherein #18 is 
supported by an inner surface of a casing via #20, #22, #30, #36, and #38). 



Regarding claim 8, Hofer remains as applied above. 
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Hofer further teaches said front yoke (armature; #16) being fixedly mounted on 
an inner surface of a casing without using any screw ("bonded by epoxy or the like to 
the interior of the closed end of the inner housing"; col. 2 lines 38-41). 

Regarding claim 10, Hofer remains as applied above. 
Hofer further teaches said magnet (#30) being disposed outside said voice coil 
(Fig. 2 #40). 

4. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Fukuda (US 
PGPub 2003/0012395 ('395)). 

Regarding claim 1, Fukuda teaches a bone conduction device ('395 title) 
comprising: a base yoke (Fig. 1 #4) carrying both a voice coil (Fig. 1 #6) and a magnet 
(Fig. 1 #7); and a front yoke (vibration block; Fig. 1 #10) disposed on an upper surface 
of a magnetic pole (Fig. 1 #5) of the base yoke (#4), a necessary clearance (Fig. 1 
between #5 and #10) being provided between, the upper surface of the magnetic pole 
(#5) of the base yoke (#4) and a surface of the front yoke (#1 0) opposite to the upper 
surface of the magnetic pole (#5) of the base yoke (#4), wherein the bone conduction 
device (#1) is characterized in that the clearance is produced by a resilient element 
(vibrating plate; Fig. 1 #8), which is disposed in an outer peripheral portion of the base 
yoke (#4) to receive the front yoke (#10) thereon. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fukuda 
(US PGPub 2003/0012395 ('395)) as applied to claim 1 above. 

Regarding claim 2, Fukuda remains as applied above. 

Fukuda further teaches the base yoke (#4) being provided with a circular base 
(diaphragm-mounting portion; Fig. 1 #9; wherein "the diaphragm-mounting portion 
9... are disposed on the same diameter circle" [0026] lines 4-7); and, the resilient 
element (#8) assumes a shape (Fig. 1 ) extending along the base (Fig. 1 illustrates #8 
surrounding said base, connected via magnet #30). 

While Fukuda does not explicitly teach the resilient element assuming "an arcing" 
shape, use of a "circular base" at the "diaphragm-mounting portion" would suggest to 
one of ordinary skill in the art at the time of the invention to use "an arcing" (i.e. circular) 
shape for the resilient element, as they are directly connected to each other. 
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7. Claims 4, 9, and 12-13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hofer (US Patent 4,843,628 ('628)) (already of record) in view of Wei 
(US Patent 6,389,140 ('140)) (already of record). 

Regarding claim 4, Hofer remains as applied above. 

Hofer does not explicitly teach the front yoke being fixedly mounted in a yoke 
reception portion of the inner surface of the casing in an insertion manner. 

In the same field of endeavor, Wei teaches the front yoke ('140 Fig. 1 #8 wherein 
Wei teaches #8 is a block of high density foam used to transmit vibrations from the 
piezoelectric element to the casing; col. 2 lines 64-66) being fixedly mounted in a yoke 
reception portion (securing portion; '140 Fig. 1 #21 ) of the inner surface of the casing 
('140 Fig. 1 #1) in an insertion manner ('140 Fig. 1) for the benefit of more securely 
attaching the vibration transmitting member to the inner surface of the casing. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include a securing portion on the casing of the bone conduction device as 
taught by Wei on the device taught by Hofer for the benefit of more securely attaching 
the vibration transmitting member to the inner surface of the casing. 

Regarding claim 9, Hofer remains as applied above. 
Hofer does not explicitly teach the front yoke being fixedly mounted in a yoke 
reception portion of the inner surface of the casing in an insertion manner. 



Application/Control Number: 10/597,825 Page 8 

Art Unit: 2614 

In the same field of endeavor, Wei teaches the front yoke ('140 Fig. 1 #8 wherein 
Wei teaches #8 is a block of high density foam used to transmit vibrations from the 
piezoelectric element to the casing; col. 2 lines 64-66) being fixedly mounted in a yoke 
reception portion (securing portion; '140 Fig. 1 #21) of the inner surface of the casing 
('140 Fig. 1 #1) in an insertion manner ('140 Fig. 1) for the benefit of more securely 
attaching the vibration transmitting member to the inner surface of the casing. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include a securing portion on the casing of the bone conduction device as 
taught by Wei on the device taught by Hofer for the benefit of more securely attaching 
the vibration transmitting member to the inner surface of the casing. 

Regarding claim 12, Hofer teaches a bone conduction device (inertial receiver; 
title) comprising: a base yoke (Fig. 2 #36) carrying both a voice coil (Fig. 2 #40) and a 
magnet (Fig. 2 #30); and a front yoke (armature; Figs. 1-2 #16) having a flat plate-like 
shape (Fig. 1 ) disposed on an upper surface of a magnetic pole (#32) of the base yoke 
(Fig. 2 #36), a necessary clearance (Fig. 2 between #34 and #18) being provided 
between, the upper surface (#34) of the magnetic pole (#32) of the base yoke (#36) and 
a surface of the front yoke (#1 6) opposite to the upper surface (#34) of the magnetic 
pole (#32) of the base yoke (#36) wherein the device (Fig. 1 #10) is characterized in 
that the clearance is produced by a damper (diaphragm; Fig. 2 #18), which is mounted 
on the base yoke (#36 via #22 and #30) to have its peripheral edge {at #20) supported 
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by an inner surface of a casing (Fig. 2 wherein #18 is supported by an inner surface of a 
casing via #20, #22, #30, #36, and #38). 

Hofer does not explicitly teach the front yoke being fixedly mounted in a yoke 
reception portion of the inner surface of the casing in an insertion manner. 

In the same field of endeavor, Wei teaches the front yoke ('140 Fig. 1 #8 wherein 
Wei teaches #8 is a block of high density foam used to transmit vibrations from the 
piezoelectric element to the casing; col. 2 lines 64-66) being fixedly mounted in a yoke 
reception portion (securing portion; '140 Fig. 1 #21) of the inner surface of the casing 
('140 Fig. 1 #1) in an insertion manner ('140 Fig. 1) for the benefit of more securely 
attaching the vibration transmitting member to the inner surface of the casing. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include a securing portion on the casing of the bone conduction device as 
taught by Wei on the device taught by Hofer for the benefit of more securely attaching 
the vibration transmitting member to the inner surface of the casing. 

Regarding claim 13, Hofer teaches a bone conduction device (inertial receiver; 
title) comprising: a base yoke (Fig. 2 #36) carrying both a voice coil (Fig. 2 #40) and a 
magnet (Fig. 2 #30); and a front yoke (armature; Fig. 2 #16) disposed on an upper 
surface of a magnetic pole (#32) of the base yoke (Fig. 2 #36), a necessary clearance 
(Fig. 2 between #34 and #18) being provided between, the upper surface (#34) of the 
magnetic pole (#32) of the base yoke (#36) and a surface of the front yoke (#1 6) 
opposite to the upper surface (#34) of the magnetic pole (#32) of the base yoke (#36), 
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wherein the device (Fig. 1 #10) is characterized in that the clearance is produced by a 
damper (diaphragm; Fig. 2 #18), which is mounted on the base yoke (#36 via #22 and 
#30) to have its peripheral edge (at #20) supported by an inner surface of a casing (Fig. 
2 wherein #1 8 is supported by an inner surface of a casing via #20, #22, #30, #36, and 
#38). 

Hofer does not explicitly teach the front yoke being fixedly mounted in a yoke 
reception portion of the inner surface of the casing in an insertion manner. 

In the same field of endeavor, Wei teaches the front yoke ('140 Fig. 1 #8 wherein 
Wei teaches #8 is a block of high density foam used to transmit vibrations from the 
piezoelectric element to the casing; col. 2 lines 64-66) being fixedly mounted in a yoke 
reception portion (securing portion; '140 Fig. 1 #21 ) of the inner surface of the casing 
('140 Fig. 1 #1) in an insertion manner ('140 Fig. 1) for the benefit of more securely 
attaching the vibration transmitting member to the inner surface of the casing. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include a securing portion on the casing of the bone conduction device as 
taught by Wei on the device taught by Hofer for the benefit of more securely attaching 
the vibration transmitting member to the inner surface of the casing. 

8. Claims 6 and 1 1 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Hofer (US Patent 4,843,628 ('628)) (already of record) in view of Weiss (US Patent 
3,019,304 ('304)). 
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Regarding claim 6, Hofer remains as applied above. 

Hofer does not explicitly teach the magnet being disposed inside the voice coil. 

In the same field of endeavor, Weiss teaches the magnet (Fig. 4 #44) being 
disposed inside (Fig. 3 #44, 46) the voice coil (Fig. 4 #46) for the benefit of increasing 
the number of windings in the voice coil without increasing the volume occupied by the 
magnetic circuit. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the magnetic circuit design taught by Weiss, wherein the magnet 
disposed inside the voice coil, on the bone-conduction device taught by Hofer, for the 
benefit of increasing the number of windings in the voice coil without increasing the 
volume occupied by the magnetic circuit. 

Regarding claim 11, Hofer remains as applied above. 

Hofer does not explicitly teach said magnet being disposed inside said voice coil. 

In the same field of endeavor, Weiss teaches the magnet (Fig. 4 #44) being 
disposed inside (Fig. 3 #44, 46) the voice coil (Fig. 4 #46) for the benefit of increasing 
the number of windings in the voice coil without increasing the volume occupied by the 
magnetic circuit. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the magnetic circuit design taught by Weiss, wherein the magnet 
disposed inside the voice coil, on the bone-conduction device taught by Hofer, for the 
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benefit of increasing the number of windings in the voice coil without increasing the 
volume occupied by the magnetic circuit. 



Double Patenting 

9. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 



Application/Control Number: 10/597,825 Page 13 

Art Unit: 2614 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

1 0. Claims 1 , 2, and 4-1 3 are rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over, at least, claims 1-5 of US Patent 
7,292,695 in view of the prior art of record, as applied in the art rejections above. While 
the claim language between the two applications is not identical, their differences were 
not found to patentably distinguish the two sets of claims. 

Response to Arguments 

1 1 . Applicant's arguments filed December 22, 2008 have been fully considered but 
they are not persuasive. 

12. Examiner appreciates Applicant's clarifying the purpose and motivation of the 
invention on page 9, and the first two paragraphs of page 10. Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

1 3. Applicant's arguments relating to use of the "brass ring" (Hofer) as the "resilient 
element" are moot in view of the new grounds of rejection above. 

14. Applicant argues that "the resilient element in Hofer does not come into contact 
with its 'base yoke' as recited in the amended claims" (page 10, last paragraph). 
Examiner agrees with this statement; however disagrees that the claims are limited to 
this narrow interpretation. Claim 1 states the resilient element "is disposed in an outer 
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peripheral portion of the base yoke", while claims 7, and 12-13 state that the damper "is 
mounted on the base yoke". Reasonably, claims 1, 7, and 12-13 can be interpreted as 
having the resilient member/damper and the base yoke connected together. Further, 
"mounted on" implies that the connection between the two components will occur at that 
particular point, but does not require the two components be directly connected 
together. 

15. Applicant argues that Examiner's "official notice" statement "constitutes improper 
hindsight reasoning and appears to be based upon the Applicant's own specification 
and the apparent inability of the Examiner to find references" (page 13, lines 6-8). 
Examiner respectfully disagrees with this statement, as evidenced by the ground of 
rejection clarified above, which demonstrates that use of a magnetic circuit wherein "the 
magnet is disposed inside the voice coil" in a bone-conduction speaker. While 
Examiner agrees that bone-conduction speakers more commonly have a magnetic 
circuit characterized by claims 5, 10, and the admitted prior art, Examiner maintains that 
the two configurations are obvious variants over each other and remains a matter of 
design choice to one of ordinary skill in the art. If Applicant maintains that claims 5 and 
6 are not obvious variants, Examiner respectfully requests Applicant provide drawings 
to comply with 37 CFR 1 .83(a) as stated in the above drawing objection. 

Conclusion 

16. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JESSE A. ELBIN whose telephone number is (571)270- 
3710. The examiner can normally be reached on Monday through Friday, 9:00am to 
6:00pm EDT. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Curtis Kuntz can be reached on (571 ) 272-7499. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J. A. EV 

Examiner, Art Unit 2614 
/CURTIS KUNTZ/ 

Supervisory Patent Examiner, Art Unit 2614 



